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PPOSe, USS. Patent & TMOfo/TM Mail Ropt Dt. #22
V. : Opposition No.
VIAGEN, INC.
Applicant. : ;;
=
1 '
NOTICE OF OPPOSITION * :,
Honorable Commissioner for Trademarks ) :
2900 Crystal Drive oy
Arlington, VA 22202-3513 ™ [

Dear Commissioner:

In the matter of trademark Application Serial No. 78/152,650 for the mark
“VIAGEN?” filed August 8, 2002 and published for opposition in the Official Gazette of May 20,
2003.

Biogen, Inc. a Massachusetts corporation having an address of 14 Cambridge
Center, Cambridge, MA 02142 (“Biogen”), believes that it will be damaged by the registration
of the mark shown in the above-identified application for the goods identified therein and hereby
opposes the same. The grounds for opposition are as follows:

1. Viagen, Inc. (hereinafter “Applicant”) seeks to register “VIAGEN” as a

trademark for research and development in the fields of genetics and biotechnology to the order
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-and specification of others; genetic testing, diagnostics and research in connection with the

fi‘::)_fselection, management and genetic branding of animals.
2. The application herein opposed was filed August 9, 2002 on the basis of
N

“intent to use”.

3. Biogen is and has been engaged in research and development of
pharmaceutical preparations for more than twenty years, and has built a successful business in

connection therewith.
4.  Biogen has used “BIOGEN” as a name and mark in commerce in
connection with its business, its pharmaceutical preparations and its research and related services

for more than twenty years. Material showing Biogen’s use of “BIOGEN” as a name and mark -
2 .

is attached as Exhibit A.
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5. For more than twenty years, Biogen’s use of the BIOGEN name and mark in
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connection with pharmaceutical preparations and research and related services has been - z

[
™~

continuous, commercially significant and substantially exclusive. S
6. Biogen has, since long prior to the filing date of the intent to use

application herein opposed, used BIOGEN as a name and as a mark in connection with its

business, its pharmaceutical preparations and its research and related services.
7. Biogen’s “BIOGEN” name and mark are inherently distinctive as applied

to Biogen’s business, pharmaceutical preparations, and research and related services.
8. By virtue of Biogen’s continuous use in commerce of its BIOGEN name

and mark in connection with such business, pharmaceutical preparations, and research and

related services such business, pharmaceutical preparations and research and related services

have become well and favorably known to the relevant trade and public under such name and

mark.
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o 9. The BIOGEN name and mark are and have been famous since any prior to

the filing date of the application herein opposed.

f 10.  Biogen is the owner of the following U.S. trademark registrations, inter

Wy
alia, which registrations are valid and existing: 1, 275,543; 1,314,274; 1,343,559; 1,961,898;
2,242,940. A copy of the printout of information about each of these registrations is attached as
Exhibit B.

11. Granted Biogen’s federal trademark registrations for “BIOGEN”, priority
is not in issue.

12.  Inthe application herein opposed, there are no restrictions on trade
channels, so it must be assumed that the services identified in the application will be promoted
and rendered through all trade channels to all customers appropriate for services of that type.

13.  Applicant’s mark is essentially identical to Biogen’s “BIOGEN” name and
mark in sound and overall commercial impression.

14. The business, pharmaceutical preparations and research and related
services of Biogen and the services of Applicant as identified in the application herein opposed
are closely related.

15.  Applicant seeks registration of the mark which is the subject of this
opposition for, inter alia, research and development in the fields of biotechnology and the order
and specification of others. Biogen is engaged in research and development in the field of
biotechnology and has participated with various entities in connection with research and
development and distribution of pharmaceutical preparations for a wide range of indications.

The close relationship in the goods and services is evident and strong.

16.  The research services identified in the application herein opposed are

customarily marketed and rendered through the same channels of trade as Biogen employs.
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Applicant’s services are such as would accordingly travel through the same and overlapping

.
4.
A K

channels of trade as Biogen’s.

17. The research services to be rendered under the Applicant’s mark are such
as would be offered and rendered to overlapping classes of customers as Biogen’s services.

18.  The Applicant’s “VIAGEN” trademark as applied to the services set forth
in the application herein opposed so resembles Biogen’s “BIOGEN” name and mark as used that
it is likely to cause confusion, mistake, and/or deception.

19.  If the Applicant is permitted to register “VIAGEN” for the services set
forth in the application herein opposed, confusion of the relevant trade and public is likely to
result, which is likely to damage and injure Biogen.

20.  Purchasers or potential purchasers of the Applicant’s services would likely
believe in error that such services are offered by or in association with Biogen, or that Biogen
has participated in the services or that Biogen and the Applicant are affiliated.

21.  Any defect, objection to or fault found with the Applicant’s services
rendered under the “VIAGEN” mark would necessarily reflect on and seriously injure the
reputation that Biogen has established for its business, its pharmaceutical preparations, and its
research and related services.

22.  Ifthe Applicant is granted a registration for the mark herein opposed, it
would obtain thereby at least a prima facie exclusive right to use the mark. Such registration
would be a source of damage and injury to Biogen.

WHEREFORE, Biogen prays that registration of the mark of Application Serial
No. 78/152,650 for the services identified therein be refused and that this Opposition be
sustained.

A duplicate copy of this Notice of Opposition is enclosed herewith.
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The $300.00 filing fee for this Opposition may be charged to Deposit Account No.
02-0755. Any additional fees in connection with this opposition may also be charged to this

;f;jf‘*account and any overpayment may be credited to this account.
i

Respectfully submitted,

Dated: ée! w X 2003 By: M«MAX o
Roberta Jg¢obs-Meadway K

Jay K. Me¥dway

Richard Pierce

BALLARD SPAHR ANDREWS & INGERSOLL, LLP
1735 Market Street — 51* Floor

Philadelphia, PA 19103

(215) 665-8500

ATTORNEYS FOR OPPOSER
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Law OFFICES
BALLARD SPAHR ANDREWS & INGERSOLL, LLP

BALTIMORE, MD

173% MARKET STREET, SisTt FLOOR DENVER, CO
PHILADELPHIA, PENNSYLVANIA 19103-7599 SALT LAKE CITY, UT
215-665-8500 VOORHEES, NJ
. FAX: 215-864-8999 ’ WASHINGTON, DC
i WWW.BALLARDSPAHR.COM WILMINGTON, DE

ROBERTA JACOBS-MEADWAY

//
DIRECT DIAL: 215-864-820! ““\“““\\““““\\\\\\\\\\\\\\\\\\\\\\\\\\“\

PERSONAL FAX: 215-864-9950
JACOBSMEADWAYR@BALLARDSPAHR.COM

07-21-2003

A Mail Ropt Dt #22

July 17, 2003

U.§. Patent & TMOTC/T

Commissioner for Trademarks
2900 Crystal Drive
Arlington, VA 22202-3514

Dear Sir:

We are enclosing herewith the following documents set forth below, which are to be filed
in the Patent and Trademark Office. -

Please charge all government filing fees with respect to the enclosed documents to our
Miscellaneous Deposit Account 02-0755.

Please charge any additional fees or credit overpayment to Miscellaneous Deposit
Account 02-0755.

Respectfully submitted,

BALLARD SPAHR ANDREWS & INGERSOLL, LLP

1 _
ROBERTA JXOBS-MEADWA
Enclosures: Notice of Opposition

Application of: Biogen, Inc. v. Viagen, Inc.

Fee: $300.00

Serial No.: 78/152,650

Mark: VIAGEN

Attorney Docket No.: 080615
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